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DETAILED ACTION 



1. 



Claims 1-19 are pending in this application. 



2. 



Claims 12-19 have been withdrawn from consideration [5/9/08]. 



Election/Restrictions 



3. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-11, drawn to an image processing apparatus and method. 
Group II, claim(s) 12-19, drawn to a carrier sheet. 

4. The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

Group I, claim(s) 1-11, are drawn to an image processing apparatus and method 
reading a front and rear side image from a front and rear side of a medium, detecting a 
combination instruction mark on the front and/or rear side image, and combining front 
and rear side sliced images in a predetermined direction to obtain one image when the 
combination instruction mark is detected. 
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Group II, claim(s) 12-19, are drawn to a carrier sheet comprising two sheets 
having a rectangular shape and holding paper between the two sheets. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

5. Applicant's election of Group I in the reply filed on 5/9/08 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse 
(MPEP§ 818.03(a)). 

Priority 

6. Acknowledgment is made that this application is a national stage filing under 35 
U.S.C. 371 of international application no. PCT/JP05/03941 filed on 3/8/05. 

7. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d) based on Japanese Patent Application No. 2004-066549 filed on 
3/10/04. 
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Specification 

8. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. A suggested title that clearly 
is indicative of the invention is as follows: 

"Image processing apparatus and method for using mark detection to combine 
multiple images present on the front and rear surfaces of a medium" 

35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1 0. Claim 7 does comply with the current standards for patent eligible subject matter 
under 35 USC § 101 . The first step in determining whether a claim recites patent 
eligible subject matter is to determine whether the claim falls within one of the four 
statutory categories of invention recited in 35 USC § 101 : process, machine, 
manufacture and composition of matter. Claim 7, of the pending application, falls under 
the statutory category of a "process." For the purpose of § 1 01 , a "process" has been 
given a specialized, limited meaning by the courts. 

A § 101 process must (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. If neither of these requirements is met by the claim, the 
method is not a patent eligible process under § 101. To qualify as a § 101 statutory 
process, the claims should positively recite the other statutory class (the thing or 
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product) to which it is tied, for example by identifying the apparatus that accomplishes 
the method steps, or positively recite the subject matter that is being transformed, for 
example by identifying the material that is being changed to a different state. 

11. It is noted that based on the disclosure of the application, the image processing 
method of claim 7 is tied to a statutory machine, a scanner. Thus, though it is not 
explicitly stated in the claim language, independent claim 7 does satisfy the first 
requirement of a § 101 process and therefore is statutory. 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1, 3, 4, 6, 7, 9 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tamagaki et al. (US 5,452,105) in view of Kanno et al. (US 
6,263,118 B1). 

14. In regards to claims 1 and 7, Tamagaki et al. (hereafter Tamagaki) teaches an 
image processing apparatus (Figs. 1 and 2) and an image processing method (Fig. 8), 
comprising: an image reading unit (Fig. 2, Object 22, scanner unit); a mark detecting 
unit (Fig. 2, Object 22, scanner unit) detecting a combination instruction mark present 
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in a predetermined position of at least one of the front side image and the rear side 
image (Fig. 8, Step S44, retrieve marks; Col. 19, Lines 47-60, the presence of 
marks dictates the image joining process); and an image combining unit (Fig. 1, 
Object 48, joint-portion processing section) combining a front side sliced image 
(Figs. 9(a) and 9(b), object 64) and a rear side sliced image (Figs. 9(a) and 9(b), 
object 65) sliced from predetermined positions of the front side image and the rear side 
image (Col. 12, Lines 37-44, the slices are the partial image data) in a 
predetermined direction (Figs. 9(a), 9(b) and 10, refer to the direction arrows) to 
obtain one image when the combination instruction mark is detected (Figs. 9(c) and 10, 
Object 66 and the combined image composing objects 67a-67f). 

It is noted however, that Tamagaki does not specifically teach an image reading 
unit reading a front side image and a rear side image from a front side and a rear side of 
a medium, respectively. Though Tamagaki does teach reading multiple images (Col. 
12, Lines 37-44) 

In analogous art, Kanno et al. (hereafter Kanno) teaches an image reading unit 
(Fig. 2, Object 4, scanner section) reading a front side image and a rear side image 
from a front side and a rear side of a medium, respectively (Figs. 31 C, 31 D, 33 and 
35A, 36A; Col. 29, Lines 27-65, the device can read a double sided document and 
form multiple images on a single sheet). 

It would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to modify Tamagaki by enabling the reading unit to read a front side image 
and a rear side image from a front side and a rear side of a medium, respectively, as 
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taught by Kanno, in order to reduce the amount of paper used in copying or printing 
operation (Kanno: Col. 1, Lines 17-25). 

1 5. In regards to claim 3, Tamagaki teaches the image combining unit finds effective 
ranges in the front side image and the rear side image (Col. 20, Lines 24-35, a 
magnification operation takes place that changes the range of the images 
captured), selects a larger one of the effective ranges (Col. 20, Lines 24-35, variable 
magnification is carried out in accordance with the largest sized copy sheets 
available), determines a formal size larger than the selected effective range and closest 
to a size of the effective range as a size of images (Col. 20, Lines 24-35, selects the 
largest sized copy sheets available), and slices images of the determined size from 
the front side image and the rear side image to combine the images into one image 
(Col. 20, Lines 7-24, partial document data is combined based on the results of 
the positioning). 

16. In regards to claim 4, Tamagaki teaches the mark detecting units sets each of 
the front side image and the rear side image as individual one image when the 
combination instruction mark is not detected (Fig. 8, Step S45, detect marks with a 
"NO" output; Col. 19, Lines 47-61, the joining operation is stopped when marks 
are not detected and therefore each partial image will stay an individual image). 
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17. In regards to claim 6, Tamagaki teaches when the mark detecting unit does not 
detect the predetermined combination instruction mark from one of the front side image 
and the rear side image (Col. 19, Lines 47-61, the joining operation is stopped when 
marks are not detected and therefore each partial image will stay an individual 
image), the mark detecting unit neglects the combination instruction mark detected from 
the other of the front side image and the rear side image (Col. 19, Line 47 to Col. 20, 
Line 23, the images both must have mark indicating joints or else the 
combination will not occur even if one mark was detected) and sets each of the 
front side sliced image and the rear side sliced image sliced from the predetermined 
positions of the front side image and the rear side image as individual one image (Fig. 
8, Steps S45 and S47, detect marks or joints with a "NO" output; Col. 19, Line 47 
to Col. 20, Line 23, the joining operation is stopped when marks or joints are not 
detected and therefore each partial image will stay an individual image). 

18. In regards to claim 9, Tamagaki teaches the medium includes a vertical 
reference line defining a position of a reference in a conveying direction (Fig. 9(a), 
Object 63, the mark which is an arrow), and wherein the vertical reference line is 
used as a reference for slicing of the front side sliced image and the rear side sliced 
image from the front side image and the rear side image and combining of the front side 
sliced image and the rear side sliced image (Col. 20, Line 48 to Col. 21, Line 9, the 
arrow mark is used in combining the images as a reference mark for positioning 
the images together). 
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1 9. In regards to claim 1 0, Tamagaki teaches the medium comprises a carrier sheet 
(Col. 19, Lines 29-41, a document) including the combination instruction mark in the 
predetermined position (Col. 19, Lines 29-41, the marks are directly put on the 
documents) and holding an original in an inside thereof or comprises an original (Col. 

19. Lines 29-41, the carrier sheet is the document itself), and wherein the image 
processing method comprises setting each of the front side image and the rear side 
image as individual one image when the combination instruction mark is not detected 
(Fig. 8, Step S45, detect marks with a "NO" output; Col. 19, Lines 47-61, the 
joining operation is stopped when marks are not detected and therefore each 
partial image will stay an individual image). 

20. Claims 2 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tamagaki et al. (US 5,452,105) in view of Kanno et al. (US 6,263,118 B1), as 
applied to claims 1 and 7, in further view of Toshihiro (JP 9-200507). 

A translation of Toshihiro, provided in the applicant's IDS dated 8/3/06, is relied 
upon in the following rejection when citing the reference. 

21 . In regards to claim 2, Tamagaki et al. (hereafter Tamagaki), as modified by 
Kanno et al. (hereafter Kanno), teaches the front side image (Kanno: Figs. 33 and 
35A, right side) and the rear side image (Kanno: Figs. 33 and 35A, reverse side) as 
a reference when the combination instruction mark is detected (Tamagaki: Fig. 8, Step 
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S44, retrieve marks; Col. 19, Lines 47-60, the presence of marks dictates the 
image joining process). 

It is noted however, that Tamagaki, as modified by Kanno, does not specifically 
teach a tilt correcting unit correcting a tilt with a vertical reference line or a horizontal 
reference line present in the predetermined positions. 

In analogous art, Toshihiro teaches a tilt correcting unit (Fig. 1, Object 22, 
scanner section) correcting a tilt with a vertical reference line or a horizontal reference 
line present in the predetermined positions (Figs. 3a-4b; Page 2, [0013] to Page 4, 
[0018], the tilt is corrected with reference to an angle of inclination that uses a 
reference line position to compute). 

It would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to modify Tamagaki, as modified by Kanno, by correcting the tilt of an image 
with a vertical reference line or a horizontal reference line, as taught by Toshihiro, in 
order to align multiple input images within a set of input images with the same vertical 
orientation (Toshihiro: Page 2, Lines 1-10). 

22. In regards to claim 8, Tamagaki, as modified by Kanno, teaches the medium 
comprises a carrier sheet (Col. 19, Lines 29-41, a document) including the 
combination instruction mark in the predetermined position (Col. 19, Lines 29-41, the 
marks are directly put on the documents). 

It is noted however, that Tamagaki, as modified by Kanno, does not specifically 
teach a carrier sheet holding an original in an inside thereof. 
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In analogous art, Toshihiro teaches a carrier sheet (Fig. 2b, Object 7, a carrier 
sheet) holding an original in an inside thereof (Page 2, [0012], a manuscript can be 
inserted between the transparent sheets of the carrier sheet). 

It would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to modify Tamagaki, as modified by Kanno, by providing a carrier sheet 
holding an original in an inside thereof, as taught by Toshihiro, in order to have a 
constant alignment line for each page contained within a carrier sheet for image 
alignment (Toshihiro: Page 2, [0007]). 

Allowable Subject Matter 

23. Claims 5 and 1 1 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

Tamagaki et al. (US 5,452,1 05) neither alone, nor in combination with any of the 
other cited prior art, specifically teaches a non-combination instruction mark that 
neglects the existing combination instruction marks and sets both captured front and 
rear side images to be individual images and not to be combined. 

It is noted, however, by the examiner that it is well known in the art for 
watermarks, and the like, to be used to inhibit copying functions of image forming 
devices, such as in Matsunoshita (US 2003/0179412 A1). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAVIER J. RAMOS whose telephone number is (571) 
270-3947. The examiner can normally be reached on Monday to Thursday - 9 am to 5 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark K. Zimmerman can be reached on (571) 272-7653. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. J. R.l 

Examiner, Art Unit 2625 
/Mark K Zimmerman/ 

Supervisory Patent Examiner, Art Unit 2625 



